03/31/2005 13:20 FAX 212 230 8888 WILMER CUTLER PICKERING @)039/046 

Application No.: 10/055,968 
Docket: 103864.129 US1 

REMARKS 

Applicants thank the Examiner for withdrawing the rejections to claims 43-53 under 35 
U.S.C. § 101. The application has been amended to more clearly define the present invention 
In particular, claim 1 8 is amended to provide proper antecedent basis and claim 69 is amended to 
correct a typographical error. New claims 70-74 are added to former define what Applicants 
considers to be his invention. No new matter is added. 

In addition, Independent claim, t. *y M , M 74 havp h „„ a _ ded reMW>nc . w 
the previous Advisory Arri™ 

Reconsideration is respectfully requested. 



I- Claim Objections 

Claims 1, 19, 37, 38 and 74 are objected due to grammatical informalities. Applicant 
apprecxates the thorough review by the Examiner, and has corrected the claims in a non- 
narrowing manner. 

Applicant respectfully submits that the objections to the claims have been corrected, and 
requests that the objection be withdrawn. 



n. Claim Rejections - 35 U.S.C. §§ 102 and 103 



Claims 41 and 61 are rejected under 35 U.S.C. §102 as being anticipated by Reese (U S 
Patent 6,71 1,460) and claims 1-8, 13-27, 29-37, 39, 42*45, 47-57, and 62-63 are rejected under 
35 U.S.C. §103 as being unpatentable over Reese in view of Haitin et al. (U.S. Patent 6,636.780) 
and Walker et al. (U.S. Patent 5,883,370). Applicant respectfully traverses this rejection. 

Rrst, Applicant submits that Reese (U.S. Patent 6,71 1,460) is NOT prior art because the 
fihng date for Reese is June 14, 2002, which is AFTER the present application's filing date of 
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January 28, 20O2. Accordingly, the recitation in the rejections to the specific columns/lines of 
Reese is respectfully submitted as inappropriate. Therefore, the present rejections should be 
WITHDRAWN for these reasons alone. 



In addition, while Reese claims priority to a provisional patent application that predates 
the present application's fiHng date, the only subject matter that may be used in a prior art 
rejection is that subject matter ttaj Iscofrmoi, to M h the provisional application and the Reese 
patent. 



The Examiner graciously provided detailed reasons regarding reasons for allowance In 
partxcular, the Examiner has indicated that the prior art does not convert a prescription request 
and does not store a digitized prescription request, m addition, the prior art does not compare at 
the prescription processing system a physician's phone number and a prescription number 
Further, the prior art does not teach a header entry agent for obtaining general infonnation fiom a 
digitized prescription request at the prescription processing system. The Examiner has further 
stated that the prior art does not convert the captured prescription request to a digitized format, 
create an identification file and associate the identification file and the prescription request to 
form a prescription file. 



The Examiner also admits that Reese does not disclose the use of a unique identifier 
recited, for example, in claims 13, 14,26and27. m addition, Applicant disagrees with the 
Examiner that Reese shows the "determining if there is a change in patient therapy that would 
affect one or more aspects of the prescription request, and if there is no change in patient therapy 
then performing the steps of reviewing the submitted prescription request to obtain a user's 
approval". Further, Reese does not appear to show that "when there is a change in therapy 
further comprising the steps of requesting new medication information from the user and ' 
reviewing the new medication information". 
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To expedite prosecution, Applicant has further amended one or more of the claims in 
accordance with the allowable subject matter as indicated by the Examiner. 



In addition, Applicant provides the following remarks. 



1. Claims 1-8, 13-27, 29-36 
Claim 1 states in combination: 

the stepf o™ eth ° d ° f pr0CeSSmg P^ription requests comprising 

a Comiection to a remotely located prescription 
processing system; ^ 

submitting a prescription request to the prescription 
processing system; 

capturing the prescription request for subsequent manipulation- 

converting the captured prescription request to a digitized format at the 
preoption processing system to obtain a digitized prescription re<S 

storiiigtiie digitized prescription request on a database 
maintained by the prescription processing system; 

independently assessing by personnel associated with the 
Preoption processus system correctness of the prescription 

preparing by said personnel a completed prescription form 
based on the submitted prescription request; P 

phaimac^and 8 ^ C ° mpleted P rescr iption form to a filling 

h*** P^^ 011 ™V>*«- at the filling pharmacy, 

based on the completed prescription form. 

Without conceding that Reese, Haitin et al. and/or Walker et al. shows any of the 
elements of claim 1, the prior art does m disclose, for example, "independently assessing by 

ESrsonnel a^iaH-d with »h r ^ ^ correctness of the prescription 

request," combined with the remaining limitations recited in claim 1. As Figure 1 in the present 
Application illustrates, the "personnel" that independently assesses the correctness of the 
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prescription request, for example, tbe "in-house oharmacisf of Fi«n,« i ■ 
, . . ^ *" uuuacpnarmacisr of Figure 1, is a separate entity from 

the physician who creates the prescription request. 

Even combining me teachings of the prior art, the combination of elements of claim 1 

wheninterpretedasawhole.isnot disclosed. As the Nation of elements of claim 1 arenot 
disclosed whencla^ 

Exammer withdraw the rejection with respect to claim 1 and its dependent claims 2-8, 13-27 29- 
36 and 54-55 which incorporate all of the features of claim 1. Moreover, dependent claims 2-8, 
13-27, 29-36 and 54-55 are independently patentable based on the combination of elements 
recited therein. 



2. ^«namu,gaain«37,39,41^5,47^3,56,57,59,61.63 and70-73 
Applicant has amended the relevant independent claims 37, 39, 41-45, 47-53 56 57 59 
61-63 and 70-73 to incorporate one or more of the Examiner's indication of allowable subject ' 
m^r Accordingly, Applicant respectfully submits that the .combination of limitations in each 
of the independent and dependent claims 37, 39, 41^5, 47-53, 56, 57, 59, 61-63 and 70-73 
patentablydisti^ m^^of^^^^^^ 

m addition, each of the combination of lintitations recited m claims 37, 39 41-45 4753 

56 * !!* * 61-63 7 °" 73 ' **** »"*"*-■ ■* shown or suggested by theprior' 

art. Therefore, for these reasons as well, Applicant respectfully requests withdrawal of the 
rejection. 

Further, there is no motivation shown to combine the prior art cited by the Examiner, and 
ev^iftlieseteachm^^^ ^ ^ ^ 

53, 56, 57, 59, 61-63 and 70-73, when each is interpreted as a whole, is not disclosed. As the 
combination of elements of the claims is not disclosed, Apphcantrespectfuhy request that m^ 
Examiner withdraw the rejections. 
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IH. Response to Arguments 

™ *"> "» *— of *e fcaure of the pr^ fc^on u 

As such, Applicant respectfully requests allowance of claims 1-74 
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CONCLUSION 

ated pnor „ .how. m rflteeWBdMh4( ^ ^ 

to addition, eato of fce con.bto.to of limitation, recited to the claims includes 
weU, Applrcants respectfully request withdrawal of toe rgeciioo. 

^•-l.»--l W ta* B »» w-tai . Jltem<i(li ^ (|l , ail| ^ 

evea tf these teachings of toe prior m are cnmbrn*. toe cmbtaano, ofeleroce of dates 
^eo^,^^,,^^^,^^^^^^^^^ 

request tba the Exanmer withdrew the rejections, "apectrotly 

Applicant strongly emphasize that onereviewtog toe proton !to«ory should not 
mtorpre, any of toe examples Appnc*,* haa thacribed hereto in connection with dirtinguiahtog 
^ertoeprior^a.todng^.hoaeapedncie^to^oa Rafter, Applies*, ass** 
that it is the enmbtoetion of dements recited in each of toe chums, when each ctata is 
-"^as.whole.wtochisptfemable. Applied have emphasised ««ato featore, to toe 
clanns a, clearly no, present in toe cited references, aa discussed above. However. Apphcsnts do 
notconcodethatotherfeatoreatotoecl^ 

stmphc,ty, Applicanta are providing examples of why toe chums deacribed above are 
distinguishable over the cited prior art. 

Applicants wis* to clarify for the record, if necessary, that the claims have been amended 
toexpefcteprosecution. Moreover, Applicants reserve the right to pursue the original subject 
matter recited in the present claims m a continuation applicatic 



ion. 



Any namrwing amenduKnts made to nte claim* in thepr^t Amendment no, to be 
consnned aa a surrender of any subject nuuter b«ween to. original claims and to. presem 
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claims; rather merely Applicants' best attempt at providing one or more definitions of what the 
Apphcants believe to be suitable patent protection. In addition, the present claims provide the 
intended scope of protection that Apphcants are seeking for this application. Therefore, no 
estoppel should be presumed, and Apphcants' claims are intended to include a scope of 
protection under the Doctrine of Equivalents. 

Further, Applicants hereby retract any arguments and/or statements made during 
prosecution that were rejected by the Examiner during prosecution and/or that were unnecessary 
to obtain allowance, and only maintains the arguments that persuaded the Examiner with respect 
to the allowability of the patent claims, as one of ordinary skill would understand from a review 
Of the prosecution history. That is, Apphcants specifically retract statements that one of ordinary 
stall would recognize from reading the file history were not necessary, not used and/or were 
rejected by the Examiner in allowing the patent application. 

For all the reasons advanced above, Apphcants respectfully submit that the rejections 
have been overcome and should be withdrawn. 

For all the reasons advanced above, Apphcants respectfully submit that the Application is 
m condition for allowance, and that such action is earnestly solicited. 
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AUTHORIZATION 

BO-* for *. Amenta**, „ my 0>apJymen , , 0 ^ ^ ^ 

extension of tune to deposit account no. 08-0219. 



399 Park Avenue 
New Yoik, NY 10022 
Tel.: 212-230-8887 
Fax: 212-230-8888 

Date: ^felf of 



Respectfully Submitted, 
Wilmer Cutler Pickering Hale And Dorr LLP 




^uuer ncKeripg Hale An< 



i H. Donner 
Registration No. 35,120 
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